United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/800,421 



03/12/2004 



7590 1 1/27/2006 

Pillsbury Winthrop LLP 
Intellectual Property Group 
Suite 200 

11682 El Camino Real 

San Diego, CA 92130-2092 



Raymond H. Kraft 



044182/308725 



8419 



EXAMINER 



SUGLO, JANET L 



ART UNIT 



PAPER NUMBER 



2857 



DATE MAILED: 11/27/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/800,421 


Applicant(s) 

KRAFT, RAYMOND H. 


CAarnincr 

Janet Suglo 


Art Unit 

2857 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)IEI Responsive to communication(s) filed on 18 October 2006 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)K The drawing(s) filed on 12 March 2004 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 2857 

DETAILED ACTION 
Response to Amendment 

1. This action is responsive to the Amendment filed on October 18, 2006. Claims 1- 
25 are pending. Claims 23-25 are new. 



Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims are directed to a judicial exception; as such, pursuant to the Interim 
Guidelines on Patent Eligible Subject Matter (MPEP 2106), the claims must have either 
physical transformation and/or a useful, concrete and tangible result. The claims fail to 
include transformation from one physical state to another. Although the claims appear 
useful and concrete, there does not appear to be a tangible result claimed. Further the 
focus is not on whether the steps taken to achieve a particular result are useful, 
tangible, and concrete, but rather on whether the final result achieved by the claimed 
invention is "useful, tangible, and concrete." Merely matching measured point locations 
to template point locations would not appear to be sufficient to constitute a tangible 
result, since the outcome of the matching step has not been used in a disclosed 
practical application nor made available in such a manner that its usefulness in a 
disclosed practical application can be realized. As such, the subject matter of the 



Application/Control Number: 10/800,421 
Art Unit: 2857 

claims is not patent eligible. 



Page 3 



Response to Arguments 

4. Applicant's arguments filed October 18, 2006 have been fully considered but they 
are not persuasive. 

Applicant argues that the results are typically in the form of a modified image and 
therefore that the claimed subject matter is statutory subject matter; however, 
Applicant's arguments are not well taken. MPEP 2106 (Rev. 5, Aug. 2006) states that, 
"Language that suggests or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation... During patent examination the pending claims must be interpreted as 
broadly as their terms reasonably allow." Therefore the Interim Guidelines now specify 
that even when there may be an interpretation of the claims that would lend to a 
statutory assessment, if there is also an interpretation that is not statutory, it should be 
rejected as such. The statement that the results may be output in an image does not 
limit the claim to statutory subject matter. 

Applicant argues that the results are useful, concrete and tangible; however, 
Applicant's arguments are not well taken. The claims in general are useful and 
concrete, however the final result is not tangible. As stated by the MPEP 2106, "the 
focus is not on whether the steps taken to achieve a particular result are useful, 
tangible, and concrete, but rather on whether the final result achieved by the claimed 
invention is 'useful, tangible, and concrete."' Therefore even if the specification states 
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that the invention can be used in the field of astronomy, this does not limit the claim to a 
final result that is useful, tangible, and concrete. The final result of the claimed 
invention is matching measured point locations to template point locations. This 
information is still an idea in an abstract form. 

Applicant argues that the methods claimed constitute a practical application; 
however, Applicant's arguments are not well taken. "A claimed invention is directed to a 
practical application of a 35 U.S.C. 101 judicial exception when it: (A) "transforms" an 
article or physical object to a different state or thing; or (B) otherwise produces a useful, 
concrete and tangible result." There is no physical transformation presented in the 
claimed subject matter and as discussed above, the final result achieved in the claimed 
invention does not constitute a tangible result. Therefore the claims do not constitute a 
practical application. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet Suglo whose telephone number is 571-272-8584. 
The examiner can normally be reached on weekdays from 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc Hoff can be reached on 571-272-2216. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Janet L Suglo 
November 15, 2006 
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